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DETAILED ACTION 

Claim Objections 

1 . Claims 2-4 and 1 7 are objected to because of the following informalities: 
Regarding claim 2, at line 2 "as aberration" should read -as an aberration-. 
Regarding claim 3, at line 2 "as aberration" should read -as an aberration-. 
Regarding claim 4, at line 2 "as aberration" should read -as an aberration-. 
Regarding claim 17, at line 1 "one" should be deleted. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claims 1 -1 9 provide the use of method, but, since the claim does not set forth 
any steps involved in the method or process, it is unclear what method or process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

5. Regarding claim 1, the preamble spanning lines 1-4 is unclear and ambiguous as 
to what Applicant is claiming as the invention. 
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6. Further regarding claim 1 , at line 3 the phrase "such as" renders the claim 
indefinite because it is unclear whether the limitations following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). 

7. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplar/ of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 5 recites the 
broad recitation "measuring visual acuity," and the claim also recites "in particular by 
determining refraction and/or by measuring a wavefront and /or by skiaskopy " which is 
the narrower statement of the range/limitation. 

8. Further regarding claim 5, the limitation spanning lines 3-5 of the claims renders 
the claim indefinite because excessive use of "and/or" and the repetition of "by 
measuring a wavefront " renders the metes and bounds of the claim unclear and 
ambiguous. 
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9. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Ha//, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 7 recites the 
broad recitation "said aberration," and the claim also recites "said aberrations of high 
order" which is the narrower statement of the range/limitation. 

10. Regarding claims 8 and 9, at line 4 the phrase "such as" renders the claim 
indefinite because it is unclear whether the limitations following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). 

1 1 . Further regarding claims 8 and 9, at line 4, the phrase "preferably" renders the 
claim indefinite because it is unclear whether the limitations following the phrase are 
part of the claimed invention. See MPEP § 2173.05(d). 
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12. Regarding claims 10-12 the claim language is unclear with regard to what the 
various surfaces are introduced. 

13. Regarding claim 18 the limitations spanning lines 3-7 are apparently redundant 
as well as vague and indefinite. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

14. Claims 1-19 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

15. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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16. Claims 1-5,7-9,17,18 and 19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Lai et al (Pub. 6836371). 

17. Lai et al teach a method for producing a lens (See Col. 19, line 32-37) wherein 
low order aberrations are corrected in which sphere, cylinder and axis aberrations (See 
Col. 17, line 26-27) are compensated and wherein at least one refracting and diffracting 
(See Col. 6, line 8-10) surface of said lens (progressive lens) is configured in a way 
that for at least one direction of view both a dioptric correction (See Col.5, line 63-67), 
of the lower order aberrations and aberrations of higher order are performed (including 
spherical, coma and trefoil, See Col. 17, line 27-28). 

18. Re claims 1 and 7, the effect of aberrations are inherent to the eye, since an eye 
has higher order aberrations, the effect of those aberrations on the visual acuity of the 
eye will change base on pupil size. This is due to the fact that the light entering the eye 
is limited by the pupil to a varying area of the cornea and crystalline lens of the eye. 
When the pupil is large, the retina receives a larger area of light coming through the 
cornea than when the pupil is small. Since the local aberration caused by the cornea is 
different at different locations on the cornea, the total aberration perceived by the eye 
changes with changes in the pupillary aperture size. 

19. Re claim 5, Lai et al teach that a wavefront sensor is used to measure the 
wavefront aberrations of the eye to correct the aberrations. (See Col. 17, line 23-24). 

20. Re claims 8 and 9, Lai et al teach a method that corrects part (less than 100%) 
or all (100%) eye aberrations. (See Col. 19, line 33-36). 
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21 . Re claim 17, Lai et al teach that the lens is ophthalmic (contact, or intraocular or 
spectacle) lens. (See Col. 17, line 31-32). 

22. Re claim 18, Lai et al teach that the lens (optics) could be configured to include 
refractive and diffractive elements (See Col. 6, line 8-10) by which the lens could 
correct higher aberrations. 

23. Re claim 19, Lai et al teach that the lens can be made from different materials 
(plastic or glass). (See Col. 1, line 19) 

Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

25. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lai et al 
in view of Guirao et al (Patent 6511180). 

26. Lai et al disclose a method for making a lens for correcting both lower and higher 
order aberrations wherein the wavefronts are measured with a wavefront sensor (810) 
but does not expressly disclose the wavefronts are measured with Hartmann-Shack 
sensor. 

27. Guirao et al disclose a method for correcting aberration wherein the wavefronts 
are measured with Hartmann-Shack sensor. (See Abstract 3-4 and line 10-11). 



Application/Control Number: 10/529,246 Page 8 

Art Unit: 3735 

28. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify a method similar to that of Lai et al for correcting 
aberrations wherein the wavefronts are measured with a Hartmann-Shack sensor 
similar to that of Guirao et al in order to measure eye aberrations quickly and 
accurately as taught Guirao et al. 

29. Claims 10,11,15 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lai et al in view of Morris et al (Patent 6454408). 

30. Lai et al disclose a method for making a lens for correcting both lower and higher 
order aberrations but does not expressly disclose a region where high visual acuity is 
formed by introducing aspheric surface and atoric surface. Also, Lai et al does not 
expressly disclose a lens wherein a transition of a region with highest visual acuity into 

a region with slightly reduced visual acuity is performed smoothly, and through the 
edge. 

31 . Morris et al disclose a method for producing an ophthalmic lens wherein 
aspheric (See Col. 7, line 23-25; Col. 33, line 11-12 and Col. 33, line 26-29) and 
atoric (See Col. 28, line 22; Col. 31, line 22-23) corrections could be applied to a 
region in the lens. Also, Morris et al disclose a method for producing an ophthalmic 
lens wherein a transition of a region with visual acuity into a region with slightly reduced 
visual acuity is performed smoothly (See Col. 14, line 34-36), and through the edge 
(See Col. 14, line 29-31). 

32. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify a method similar to that of Lai et al to have region of 
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highest visual acuity formed by introducing aspheric surface, atoric surface and a 
transition of a region with visual acuity into a region with slightly reduced visual acuity is 
performed smoothly, and through the edge similar to that of Morris et al method in 
order to further correct, eliminate astigmatic errors and for visual optimization of the lens 
as taught by Morris et al. 

33. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lai et al in view of Tagnon (Patent 3722986). 

34. Lai et al disclose a method for making a ophthalmic lens for correcting both 
lower and higher order aberrations but does not expressly disclose a region in the lens 
is corrected for a finite and an infinite object distance. 

35. Tagnon discloses a method for producing an ophthalmic lens wherein a region 
in the ophthalmic lens is corrected for a finite and an infinite object distance. (See Col. 
4, line 11-13 and Col. 14, line 40-45). 

36. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify a method similar to that of Lai et al to have region of an 
ophthalmic lens wherein the region in the lens is corrected for a finite and infinite object 
distance similar to that of Tagnon method such that the lens provides both near and far 
distance vision correction to a user. 

37. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lai et al 
in view of Abitbol (Patent 6786602). 
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38. Lai et al disclose a method for making a ophthalmic lens for correcting both low 
and high order aberrations but does not expressly disclose a region of highest visual 
acuity is formed by introducing a free form surface. 

39. Abitbol discloses a method for producing an ophthalmic lens wherein a region 
of higest visual acuity is formed by introducing at least one free form surface. (See Col. 
10, line 32-33 and Col. 11, line 6-11). 

40. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify a method similar to that of Lai et al to have region of an 
ophthalmic lens wherein a region of higest visual acuity is formed by introducing at least 
one free form surface similar to that of Abitbol method in order to correct both lower 
and higher order aberrations as taught by Abitbol. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Roffman et al (Patent 6554425) disclose a method for producing multifocal 
ophthalmic lenses that have zones of more than one optical power, or focal length. The 
lenses correct for high order optical aberrations in more than one field of gaze . 

Menezes et al (Patent 6123422) disclose a method for making progressive 
addition lens and the result is achieved by combining two or more progressive addition 
surfaces, which surfaces in combination provide the dioptric add power of the lens. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence N. Laryea whose telephone number is 571- 

272- 9060. The examiner can normally be reached on 8:30 a.m.-5:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor II can be reached on 571-272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

l_N|_ <^jL~{** A M*.*~~, 3" 



